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Mail Stop Petition 

Honorable Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PETITION TO RESCIND EXAMINER'S RESTRICTION REQUIREMENT 

Sir: 

Pursuant to the provisions of 37 CFR §§1.144 and 1.181, Applicant hereby petitions the 
Commissioner to rescind the Examiner's Restriction Requirement dated September 23, 2004 and 
final determination of a Restriction Requirement dated June 15, 2005- This Petition is made 
necessary by the Examiner's apparent failure to consider the facts of this case, the laws and 
regulations of the United States and the Applicant's previous request for reconsideration. 

Applicant respectfully requests that this Petition be handled in an URGENT manner. 
Depending on the disposition of this Petition, Applicant and Examiner may be responsible for 
fully prosecuting withdrawn claims 31-37 of the originally filed application which have not yet 
been considered or searched by the Examiner. 

The Restriction Requirement 

In the Examiner's First Office Action, dated September 23, 2004, the Examiner indicated 
that the Applicants' application was divided into two distinct inventive groups: Group 1 (claims 1- 
30), which was drawn to a substrate and Group 2 (claims 31-37), which was drawn to methods of 
producing and using the substrate of Group 1. Applicants' responded by electing Group I, claims 
1-30, with traverse and a request for reconsideration. On June 15, 2005, the Examiner reiterated 
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his Restriction Requirement, refilling Applicants' traversing argument and denying the request for 
reconsideration. 

The basis of Examiner's restriction requirement stems from the language of claim 31 
which states that a substrate is produced by overcoating a printing media with an overlayer 
coating. Examiner proposes that the substrate of claims 1-30 could alternatively be produced by 
overcoating a printing media with an extruded overlayer coating. Applicant previously responded 
to Examiner explaining that "overcoating" as used by Applicants is a broad terra, and that 
"overcoating" includes overcoating with an extruded overlayer coating. 

Ar gu ment A gainst Examiner's Restriction Requirement 

Applicants believe that the Examiner has failed to properly require a restriction for at least 
two reasons. First, the Examiner has not adequately shown that the product (claims 1-30) and the 
process for making the product (claims 31-32) are distinct. Further, the Examiner improperly 
grouped claims for making the product (claims 31-32) with claims for using the product (claims 
33-37), even though the test for determining distinctness is different and the Examiner failed to 
provide an example with regards to using the product as required by MPEP §806,05(h). Finally, 
Applicants believe that no serious burden will be imposed on the Examiner by rescinding the 
improper Restriction Requirement. 

According to MPEP §806.05(f), a process of making and product made by the process can 
be shown to be distinct inventions if either or both of the following can be shown: (A) that the 
process as claimed is not an obvious process of making the product and the process as claimed 
can be used to make other and different products; or (B) that the product as claimed can be made 
by another and materially different process. In the current case, the Examiner has chosen to apply 
(B) by stating that 'the product can be made by providing a printing media and overcoating the 
media with an extruded overlayer coating" In other words, that a materially different process is 
used to make the product. Applicant disagrees with the Examiner that this a materially different 
process as the acts as defined in the method claim are the same no matter what the process used to 
form the coating. First, a printing media is provided and second, it is overcoatcd. The exact 
method of overcoating is not defined. 

As further evidence of this, Examiner could not avoid describing his alternative method 
without using Applicants' term "overcoating". Applicants submit that because the Examiner's 
proposed "alternative" process for making the claimed product is actually identical to the 
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Applicants' claimed method, the Examiner has failed to show that the product and process for 
making the product are distinct 

In addition, Applicants believe mat the Examiner improperly grouped claims 31-32 with 
claims 33-37. As described herein, claims 31-32 are directed towards a process for making the 
claimed product of claims 1-30. However, claims 33-37 are directed towards a process for using 
the claimed product. Applicants do not understand why the appropriate test for distinctiveness* as 
set forth in MPEP §806 05(h), was not applied by the Examiner to claims 33-37. Furthermore, no 
example was provided by the Examiner showing that either (A) the process of using as claimed 
can be practiced with another materially different product; or (B) the product as claimed can be 
used in a materially different process. This is a burden imposed on the Examiner by MPEP 
§806.05(h) which was not met. Applicants believe that at the very least, claims 33-37 should be 
included in Group 1 as the Examiner has failed to properly put forth a Restriction Requirement, in 
accordance with the rules and regulations of the U.S. Patent and Trademark Office* 

As a practical, common-sense matter, Applicants understand that the Examiner is trying to 
avoid having to search disparate fields of art However, Applicants feel strongly that a search for 
the product of claims 1-30 will likely result in the finding of relevant references pertaining to the 
use and manufacture of that product The best example Applicants can give is that the reference 
cited in the Examiner's most recent Office Action, EP 0458481, includes both a process of 
making the product (see page 2, lines 21-27, and elsewhere) and suggestion of how the product is 
to be used (see page 2, lines 8-11). Therefore, as a practical matter, it is unlikely the Examiner 
will experience a serious burden searching for all of the Applicants* claims- 
Based on the foregoing argument, Applicants believe that the Examiner has improperly 
forced a Restriction Requirement in this case. First, the Examiner has failed to show that the 
product and the process for making the product are distinct inventions. Second, the Examiner 
grouped the process for making the product and the process for using the product into the same 
group, without making the proper showing for restricting out the process for using the product 
Finally, no serious burden will be imposed on the Examiner by including the three claim sets as 
all three are likely to appear m a reference uncovered in a patentability search for the product 
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Applicants request that the Commissioner rescind the Restriction Requirement and allow 
all pending claims 1-37 to move forward in application serial number 10/763,625. 

Respectfully submitted, 
Y,ALMOG,etaL 
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